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iuc^^A J^M^ ° STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM ' 
THE MAILING DATE OF THIS COMMUNICATION ' - v ; « 

' ' l{ Ln n!H^ f°' '^^'i^ '^^^ ^^''^y ^^y^' ^ '■^P'y statutory minimum of thirty (30) days will be considered timelv ' 
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status 

1)0 Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)ISl This action is nori-final. 

3) D -Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1.1 , 453 O.G. 213. 

Oisposition of Claims 

4) ^ Claim(s) jMi is/are pending in the application. 

4a)pftheaboveclaim(s)_^ is/are withdrawn from consideration. ... " 

5) n Claim(s)J is/are allowed. 

6) S Claim(s) 1-14 is/are rejected . .. 

/)□ Claim(s). is/are objected to. .• • . 

8) n Claim{s) ! are subject to restrictlbn and/or election requirement. . 

Application Papers . .. 

9) 0 The specification is objected to by the Exarniner. 

1 0p The drawing(s) filed on 30 October 2003 is/are: a)b accepted of b)IE| objected to by the Examiner: 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to! See 37 CFR 1 .121(d). 

11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35.U.S.C. §119 

12)E1 Acknowledgment is made of a claim for foreign priority underSS U.S.C. §119(a)-(d) or (f). 
a)nAII b)n Some * c)|EI None of: . '■ 

1. Q Certified copies of the priority docunhepts have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3.ISI Copies of the certified copies of the priority documents have been received in this National Stage • 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed' Office action for a list of the certified copies not received. 
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DETAILED ACTION 
' . ! Drawings 

1. The drawings are objected to because the block circuits 1 and 8-10 shown in Fig. 2 do not 
have text labels. It is suggested that block circuit 1 to be labeled "active filter", block circuit 8 to 
be labeled "measuring device", ... as described in the specification. A proposed drawing 
correction or corrected drawings are required in reply to the Office action to avoid abandonment 
of the application. The objection to the drawings will not be held in abeyance: 

Claim Rejections - 35 use §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertams, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 5-14 are rejected under 35 U.s!c. 1 12, first paragraph, as failing to comply with " 
the enablement requirement. The claim(s) contains subject matter which was not described in 
the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. 

■ As per claim 5, the specification does not enable any embodiment of a control device 
which be able to take an ascertain measure of the frequency response and a nominal frequency 
response set on the circuit arrangement as a basis for selecting a stored adjustment parameter and 
adjusts the at least one adjustable capacitor on the basis of the selected adjustment parameter as 
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recited in the claim. In other words, the specification discloses none of such a control device 
embodiment so that one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the control device. Further, the specification does not enable any ' 
embodiment of a circuit to determine a measure of the fi^equency response of the active filter, 
i.e., it is tmclear how to make and arrange such a circuit to measure of the fi^equency response of 
.the active filter. • . 

As pCT claims 6-14, the claims are rejected because of the non-enablement of claim 

3. The following is a quotation ofthe second paragraph of 35 U.S.C.. 112: 

the specification shall conclude with one or more claiim particularly poM^ " 
subject inatter which the applicant regards as his invention. ' ■ 

■ Claims 5-14 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

As per claim 5, the recitation a circuit to determine a measure ofthe frequency response 
of the active filter includes a memory airangement on hues 4-6 is misdescriptive because as 
described in the specification and sho>vn in Fig. 2 of the drawings, the measuring device. 8 does 
not include a memory arrangement as recited. The word "can" on line 5 should be deleted. The 
recitation on lines 7-10 are unclear and confusing, i.e., it is unclear which circuit is to provide the 
ascertained measure of the frequency response so that the control device can be "set up to take", 
it is unclear how a nominal frequency response can be "set on the circuit arrangement" as 
recited. 
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, ■- As per claim 6, the recitation the at least oiie adjustable capacitor m^^ 
invariable base capacitor does not make sense, i.e., "adjustable capacitor" means variable 
capacitor so it does not make sense to include invariable capacitor iii an adjustable capacitor. 

As per claim 8, the word "can" recited on hne 2 should be deleted since it is not a 
positive Statement. 

As per claim 1 3, the recitation at least one reference capacitor on line 1 is unclear, i.e., it 
is unclear which capacitor it is referring to. It appears that the recited at least one reference ■.. . 
qapacitor is not disclosed in the specification and shown in the drawings. 

As per claim 14, the term "standard capacitors" is indefinite because what is considered 
standard today may not be considered standard tomorrow. The recitation the referetice. capacitor 
and the capacitor which determines firequency response has the same value does not make sense, 
i.e., one is fixed and one is adjustable, they .cannot have the same value. 

As per claims 6-14, these claipis are.fiirther rejected because of the indefmiteness of 
claim 5. ... . ' • . 

Claim Rejections - 35 use § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this OfiBce action: 

, A person shall be entitled to a patent unless - '' 

(b) the invention was patented or described in a printed publication in this or a foreign country, or in public use or on 
sale m this countiy, more than one year prior to the date of application for patent in the United States. 

Claims 1-1 1 and 13-14 are rejected under 35 U.S.C. 102(b) as being anticipated by US 
Patent No. 5,245,646, issued to Jackson et al. 
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As per claim 5, Jackson discloses a circuit arrangement for filtering an electrical signal 
(Figs. 1 -3, Fig. 1 is for tuning the firequency response of an active filter and Fig. 3 is an active 
filter), comprising: 

an active filter (Fig. 3) including at least one adjustable capacitor (42, adjusted by 
controlling switches 90-94), that determines fi-equency response (it is clear that the overall value 
of the capacitance of the capacitors determines the fi-equency response of the active filter 40); 

a circuit to detwrnine a measure of the fi-equency response (Fig. I, circuits 12 and 14 and ' 
18) which includes memory arrangement (decoder 34, column 7, lines 2, i.e., the decoder 34 may • 
be a memory) which stores a pluraUty of parameters (Fig. 2) for adjusting the at least one . 
adjustable capacitor (the control signals B0-B4 from the decoder 34); and , 

a control device (Fig. 1, circuit 32), the counter provides the nonnalization of the 
frequency responses, the ascertained frequency response is set by the circuits 12 and 14, the 
frequency of the clock signal provides the nominal frequency response, and using these 
parameters for selecting the parameters stored in the decoder 34 and outputting control sisals 
B0-B4 to control the adjustable capacitors of the active filter shown in Fig. 3. . 

As per claim 6, in sofar as understopd, the recited invariable base capacitor reads on 

capacitor 84 which is invariable, and the rebited an adjustable capacitor component reads on the 

switch 94 which is a component used to control the invariable capacitor 84 so that the overall 

capacitance of the active filter can be adjustable. 

As per claim 7, the capacitors 80-84 and switches 90-94 clearly meet the recited ■ 
Umitations. 
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As per claiin 8, Fig. 2 shows the recited limitetion, labels "0" arid 71^ 
digital values in ibinaryfomi. 

As per claim 9, the recited limitations are met since .the truth tabte. shows in Fig. 2 has - 
five inputs and" five outputs. ' 

As per claim 10, resistors arid capacitors in the active filter 40 shown in Fig 3 indicate a 
time constant (i.e., time constant = RC) as the frequency response. . , 

As per claim 1 1, the truth table shown in Fig. 2 clearly shows the time constants are 
-normahze, i.e., see Fig. 1 , the counter using frequency of the clock signal CLOCK for 
'normalization. . • . ■ . - 

' As per claim.13, the recited Reference capacitor reads oil thecap^^^ • .. 

As per claim 14, insofar as imderetood, by adjusting^ . 
. capacitors of the active filter shown in Fig. 3, there will be one value which is the same as the 
capacitance value of the capacitdr 26. • • . ' ; . . ' ' , 

As per clmm 1, this claim is merely a method to operate an active filter circuit having the- 
structure recited in claim 5, since Jackson teaches the circuit, he inherently teaches the method to 
operate. •'. : " ' •; 

As per claims 2-4, these claims are rejected for the same reasons noted in claims 10, 11, 
and 9, respectively! ' - 

. .; ' ■ ■ , 

Claim Rejections -35 use §103 
5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: - ' 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 ofthis title, ifthe differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
havmg ordmary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over US Patent No. 
5,245,646, issued to Jackson et al. 

Jackson discloses a circuit arrangement as discussed in claim 5, but he does not explicitly 
disclose the components of the circuit arrangement are integrated into a semiconductor as called 
for in the claim. 

However, in column 2, lines 1-25 he explicitly discloses the disadvantages of using 
discrete components versus integrating the circuit into a semiconductor device. • 

It would have been obvious to one skilled in the art at the time of the invention was made 
to integrate the components of the Jackson circuit discussed in claim 5 to a semiconductor 
substrate for the motivation which is to avoid the disadvantages disclosed in column 2, lines 1-25 
of the Jackson reference. 



6. Any inquiry concerning this communication or earlierconmiunications from the 
examiner should be directed to Minh Nguyen whose telephone number is 571-272-1748. The 
examiner can normally be reached on Monday, Tuesday, Thursday, Friday 7:00-5 :30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Callahan can be reached on 571-272-1740. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Infomation regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system." Status information for pubUshed applications 
riiay be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through.Private PAIR only. For more, infonhation about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Minh Nguyen 
Priiiiary Examiner 
Art Unit 28 16 



